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" The BAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^p! n <fiy?m°LX-M^ te ilable , Und f f . the /I™ Si ° nS of 37 CFR 1 • 1 36 < a )- ln "0 event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO penod for reply .s specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the nS^ <tate d ^T^uniortion 

- Failure to reply within he set or extended period for reply will, by statute, cause the application to become ABANDONED (sTuS c Tl 33 C ° mmun,Catl0n - 

Status 

1 )E3 Responsive to communication(s) filed on 04 December 2002 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle 1935 C D 11 453 O G 213 

Disposition of Claims ■ ■ . 

4) ISI Claim(s) 18-33 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 31-33 is/are allowed. 

6) E3 Claim(s) 18-30 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1 )□ The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) O Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) D Interview Summary (PTO-413) Paper No(s) 

Notice of Informal Patent Application (PTO-152) 
6)D Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



1. Rejection of Claims 18, 20-22, and 25-28 under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention is withdrawn in view of Applicant's amendments and 
arguements. 



2. Claims 18-30 remain rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. This rejection is repeated for the reasons of records set forth 
in the office action mailed 8/4/99, 4/25/00, 6/7/01, 6/4/02 and as stated below. Applicant's 
arguments filed 12/4/02 have been fully reconsidered but are not deemed persuasive. 

Applicant asserts that by claiming a gene of about 4.4kbp, a finite number of 
polynucleotide sequences now fit within the scope of Claim 18, that every conceivable 
nucleotide structure can be envisaged quite simply because every 'envisaged' polynucleotide 
sequence can be tested for the prescribed aldehyde oxidase activity. Applicant further asserts that 
although the enumerated primers would amplify genes from outside the scope of the claim the 
test for aldehyde oxidase activity would eliminate them from consideration (response pages 9- 
10). 
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Function alone cannot distinguish members of a genus and recitation of what a gene does 
or how to isolate a gene is not an adequate description of that gene because it does not describe 
what the gene is. A precise description of the defining structural elements, of the claimed genus 
of nucleic acids, is required to demonstrate that Applicant is indeed in possession of the claimed 
invention. Although, Applicant describes the nucleotide sequence for oligonucleotides used in 
PCR to isolate SEQ ID NO: 1 and 3 encoding SEQ ID NO: 2 and 4 from maize, Applicant does 
not describe the composition or the structure of any of the other broadly claimed non- 
exemplified genes from across all phyla or species, other than maize, encoding enzymes of the 
claimed invention. Since Applicant does not adequately describe the composition of said genes, 
the methods of controlling aldehyde oxidase production in a transformed host cell of Claims 28- 
30 are not adequately described as well. 

3. Claims 1 8-30 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for the isolated nucleic acids of SEQ ID NO: 1 and SEQ ID NO: 3 
encoding aldehyde oxidase, does not reasonably provide enablement for any aldehyde oxidase 
nucleotide sequence from any plant. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. This rejection is repeated for the reasons of records set 
forth in the office action mailed 8/4/99, 4/25/00, 6/7/01, 6/4/02 and as stated below. Applicant's 
arguments filed 12/4/02 have been fully reconsidered but are not deemed persuasive. 

This rejection has been modified to broaden the scope of enablement to include SEQ ID 
NO: 3 in view of Applicant's amendment of the claims to recite "about 4.4 Kbp." It is conceded 
that SEQ ID NO: 3 is just about 4.4 Kbp. 
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Applicant asserts that the Examiner has failed to make a prima facie case as to why the 
claims lack enablement. Applicant further asserts that even if this case had been made Applicant 
has provided two examples that work and that undue experimentation is not required to practice 
the invention because the experimentation required is only routine (response pages 10-12). 

Applicant has not addressed examiners arguments concerning the unpredictable nature of 
PCR amplification using DNA primers that diverge with respect to sequence identity, a situation 
that would arise given the lack of teaching in the specification for PCR isolation of a broad range 
of aldehyde oxidase genes, and the unpredictable nature of modifying gene expression when no 
phenotype is taught. Furthermore, since Applicant has not enabled the nucleic acids throughout 
the scope of the claims, the methods of controlling aldehyde oxidase production in a transformed 
host cell of Claims 28-30 are likewise not enabled. 
4. Claims 3 1-33 are allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kallis whose telephone number is (703) 305-5417. The 
examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson can be reached on (703) 306-3218. The fax phone numbers for the 
Group is (703) 308-4242 or (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding, 
or if the examiner cannot be reached as indicated above, should be directed to the receptionist, 
whose telephone number is (703) 308-0196. 



Russell Kallis Ph.D. 
February 19, 2003 




AMY J. NELSON, PH.D 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1800 



